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Questions

The Groups are invited to answer the following questions under their national laws. If both national and regional laws apply to a set of questions, please answer the question separately for each set of laws.
I. Current law and practice
1) Is your country party to (i) the Madrid Agreement Concerning the International Registration of Marks, (ii) the Protocol Relating to the Madrid Agreement Concerning the International Registration of Marks and/or (iii) the Trade mark Registration Treaty?
France has been a party to the Madrid Agreement Concerning the International Registration of Marks since 15 July 1892. It is also a party to the Protocol Relating to the Madrid Agreement, which it signed on 28 June 1989 and ratified on 7 August 1997 (entered into force in France on 7 November 1997). 

On the other hand, France is not a party to the Trademark Registration Treaty, which was adopted in Vienna on 12 June 1973, entered into force in 1980 with only five contracting States (Burkina Faso, Congo, Gabon, Togo and the Soviet Union) and was finally suspended in 1991 as it did not have a sufficient number of ratifications. 
2) a) To the extent it can be established, in how many published cases was a central attack used in the past ten years in your country? 

There are no statistics regarding the number of international trademarks declared invalid by WIPO.

In any event, it would seem that the central attack is little used in France, and this also appears to be the case in the other countries of the Madrid Union, according to the survey featured in the report of the WIPO Working Group on the Legal Development of the Madrid System for the International Registration of Marks dated 1 November 2013 and entitled “Information Concerning Ceasing of Effect, Central Attack and Transformation” (http://www.wipo.int/edocs/mdocs/madrid/fr/mm_ld_wg_11/mm_ ld_wg_11_4.pdf): over a period of one year, from 1 December 2011 to 30 November 2012, the National Offices participating in the enquiry indicated to the International Bureau of WIPO that they sent 2,527 notifications of ceasing of effect; however, according to those Offices, it should be noted that only 618 of these notifications appeared to result from a central attack (i.e. only 24.46%). 
It should be noted that the European Union participated in this survey. The results of this are that, for international marks designating the European Union, 600 notifications of ceasing of effect are recorded, 357 of which related to a central attack. Only 28 cases of transformation were identified.

The INPI (French National Institute for Intellectual Property) did not participate in this survey.
The French Group has therefore conducted a search of the judicial decisions published between 2003 and 2014 which relate to the cancellation of a French basic mark and of an associated international mark. Only ten decisions make reference to a “central attack”: the term “central attack” is never used expressly, but what is requested from the judge is the cancellation of the international mark on the basis of Article 6(3) of the Madrid Agreement. 

This small number of decisions is explained by the fact that in reality it is not for the national courts to declare the invalidity of the international mark that is dependent on a basic mark that has been cancelled.

Specifically, pursuant to Article 6(4) of the Madrid Agreement: “In the case of voluntary or ex officio cancellation, the Office of the country of origin shall request the cancellation of the mark at the International Bureau, and the latter shall effect the cancellation. In the case of judicial action, the said Office shall send to the International Bureau, ex officio or at the request of the plaintiff, a copy of the complaint or any other documentary evidence that an action has begun, and also of the final decision of the court; the Bureau shall enter notice thereof in the International Register.” 

This is why the decisions that it has been possible to find are few in number and why the majority of them, even when asked to do so, do not make a ruling on the consequences for the international mark that is dependent on the basic mark.

Among the cases of central attacks, those cases must not be forgotten in which the international mark is cancelled subsequent to an opposition against the basic mark (pursuant to Art. 6 of the Madrid Agreement, one single basic mark application is sufficient in order to apply for an international registration). However, in the absence of statistics relating to the notifications made by the INPI or WIPO, our Working Group has been unable to collate the cases where a French national trademark application constituting the basis for an international registration was rejected following an opposition.
The French Group nevertheless considers that it is important to highlight the utility of the central attack for the purposes of amicable settlement of disputes, because this concept is frequently used in pre-litigation procedures in order to request consequences outside of France, which consequences occur automatically as a matter of law if the basic mark is no longer valid or is limited.

b) If these cases contain important considerations regarding the rationale, effect and effectiveness of a central attack, please summarise such. 
Below is a table summarising the French judicial decisions published between 2003 and 2014:
	
	A
	B
	C
	D
	E
	F
	G

	
	Case of central attack
	Success-ful
	Un-success-ful
	Nature of the application 
	Effect on international registration
	Rationale
	Comments

	1
	CA [Court of Appeal] of Paris, 4th ch. section A, 19 January 2005
	 
	X
	Cancellation action
	No cancellation of the international mark
	Basic mark valid
	 

	2
	CA of Paris 4th ch. Section A, 9 November 2005
	 
	X
	Revocationaction (for lack of serious use)
	No cancellation of the international mark
	Declaration of revocation made but 5-year time limit for central attack had expired -> international mark had become independent of the basic mark
	A central attack cannot be successful in a revocation action on grounds of a lack of serious use because of the 5-year time limit if it was filed under priority or at the same time as the original mark (5-year time limit necessarily expired)

	3
	CA Paris, 4th  chamber section A, 1 June 2005
	 
	X
	Cancellation action
	No cancellation of the international mark
	New claim raised on appeal -> application inadmissible
	See comments in G7, 8 and 9

	4
	TGI [First-instance civil court] of Beauvais, 1st  ch., 1 December 2008
	X
	 
	Cancellation action
	TGI orders the cancellation of the 7 international registrations
	Cancellation of the 7 basic marks 
	Success of the central attack by 4 days!

	5
	CA of Amiens, 1st ch. 2nd section, 22 June 2010
	X
	 
	Cancellation action
	Previous decision upheld (TGI of Beauvais)
	Previous decision upheld (TGI of Beauvais)
	 

	6
	TGI of Paris, 3rd ch. 4th  section, 24 June 2010
	 
	X
	Cancellation action
	No cancellation of the international mark
	Basic mark valid
	 

	7
	TGI of Paris, 3rd ch. 4th section, 7 June 2012
	 
	X
	Cancellation action
	No cancellation of the international mark
	Basic mark valid
	In this case, though the basic mark had been found to be invalid, the court asks the “question of the jurisdiction of a French court to invalidate an international mark which does not designate France”.

	8
	TGI of Paris, 3rd ch. 2nd section, 6 April 2012
	X
	 
	Cancellation action
	Cancellation of the international mark
	Cancellation of the basic mark 
	 

	9
	TGI of Paris 3rd ch. 2nd  section, 28 June 2013
	 
	X
	Cancellation action (primarily) + revocation action
	TGI refuses to order cancellation
	Cancellation action rejected and revocation action admissible, but national court ruling on the validity of the national mark has no jurisdiction to rule on the implications for the international mark
	The court notes that it does not have jurisdiction to rule on the validity of the international mark. Pursuant to Article 6(4) of the Madrid Agreement, the Office must inform WIPO of the invalidity of the basic mark in order for it to draw the consequences (answer to the question which the TGI asked itself in G7)

	10
	TGI of Paris 3rd  ch. 1st  section, 30 January 2014
	 
	X
	Cancellation action
	TGI refuses to order cancellation
	National court has no jurisdiction to rule on a cancellation application in respect of an international mark which relates to the territory of the EU (pursuant to Art. 96 of Regulation (EC) No 207/2009)
	idem (see note in G9)


It is evident from the table above that most of the cases of central attack submitted to the French courts are based either on absolute grounds, and thus on an action for cancellation of the basic mark for lack of distinctive character, or on relative grounds, namely the existence of prior rights. This is because in the other cases, namely the case of an action for revocation of the basic mark, the central attack can only be successful if the international mark was filed outside of the priority period of the basic mark and thus more than five years after the registration of the basic mark.

Moreover, only two cases of central attack out of nine (as the judgment of the CA of Amiens of 2010 simply confirming the judgment of the TGI of Beauvais) resulted in the cancellation of the international mark subsequent to the cancellation of the basic mark pursuant to Art. 6 of the Madrid Agreement. 

For the French Group, the two abovementioned decisions lack of legal rigor because the courts did not have the power to rule on  (see 2.a).
On the other hand, in three judgments (TGI of Paris, 3rd ch. 4th section, 7 June 2012; TGI of Paris, 3rd ch. 2nd section, 28 June 2013; TGI of Paris, 3rd ch. 1st section, 30 January 2014), the TGI of Paris finds that it does not have jurisdiction to rule on the validity of the international mark. Specifically, though the French courts have jurisdiction to rule on the validity of the basic mark, on the other hand the cancellation of the international mark is a matter solely within the jurisdiction of the International Bureau of WIPO, upon the request of the Office of origin, pursuant to Article 6(4) of the Madrid Agreement.

In practice, it is often the Registry of the Court which forwards the decision to the French Office, which is thus informed thereof and undertakes the necessary formalities.
It must be mentioned that, in practice, the French Office does not necessarily ensure that this information is forwarded, and it is recommended that a party with an interest in the matter notifies the Office thereof and insists that this information is forwarded to WIPO, or informs WIPO thereof directly.

The French Group is looking into the practices of foreign Offices and would be interested to know how they operate.

3) a) In your experience, is the system of international registrations of marks often used (rather than alternatives, such as the filing of separate national registrations)?
The system of international registration is very frequently used by trademarks owners in France. In statistics dating from 2008, WIPO refers to France as being the country in which the second greatest numbers of international marks are filed, for the sixteenth year in a row (3rd position in the 2013 statistics). 

In addition, in its last statistical report dating from 2013, WIPO notes a steady increase in international registrations since 1995, specifically reflecting an increase in international trademark applications (except for the year 2009, in which the decrease in applications can be explained by the effects of the economic recession following the crisis of 2008). 

Finally, between 2010 and 2012 eight French companies have been constantly mentioned among the top 50 applicants for international trademarks, and the number of international trademark applications made by those companies is constantly increasing. 

b) If the answer is no, is this because it is difficult to obtain the basic application or registration and/or are there other reasons? If so, which are those other reasons?
-

c) If the answer is yes, is this because it is more efficient in terms of costs or otherwise or are there other reasons? If so, which are those other reasons?
International registration offers a number of advantages for a proprietor of a trademark having a connection to France. Specifically, France is a member of the Madrid Agreement and Protocol and a member of the European Union, and French is one of the official languages of the Madrid System: 

- 
the proprietor of a registered trademark or of an application only has to file one international application, in just one language, and only has to pay fees of a reduced amount in comparison with the cost of national applications (instead of filing an application at the Trade mark Office of each of the Contracting Parties in different languages and paying a different fee to each Office).

-
registration is automatic in the State designated if that State has not given notification of its refusal within the applicable period.

- 
subsequent amendments to the registration, for example the amendment of the name or address of the owner, the change (overall or in part) of the owner or the limitation of the list of goods and services, may be registered and may produce their effects in the majority of the Contracting Parties designated by carrying out one single formality and paying one single fee. 

- 
there is only one expiry date and only one registration to renew.

-   it is possible to extend the protection attached to the trademark by way of subsequent designations, and in doing so to exploit the same advantages in terms of formalities and costs.

4)  If your country is party to the Protocol: is transformation often used in your jurisdiction? Why, or why not?
Since the adoption of the Protocol and the repeal of the safeguard clause, it is possible, when an international mark is invalidated, to transform an invalidated international registration into as many national applications as there were countries initially designated. 

Thus, when the invalidated international mark designates France, the foreign proprietor may transform the designation of France in the international mark into a national application in France. In the same way, an international mark designating, for example, Spain, which ceases to produce its effects as a consequence of the cancellation of the French basic mark, may be transformed into a national application in Spain. Furthermore, when the designation in the international mark is the European Union, it can also be transformed into as many national designations, including France, as there are in the international application. This is the result of the combination of the Community rules with those of the Madrid Protocol.

However, there are no official statistics (research institute of the INPI or WIPO) in relation with the question of transformation. Nevertheless, it would seem that transformation is seldom used in France. 

On the basis of the surveys featured in the report of the WIPO Working Group on the Legal Development of the Madrid System for the International Registration of Marks dated 1 November 2013 and entitled “Information Concerning Ceasing of Effect, Central Attack and Transformation” (http://www.wipo.int/edocs/mdocs/madrid/fr/mm_ld_wg_11/mm_ ld_wg_11_4.pdf), less than 0.5% of international marks are transformed (127 transformations out of 29,770 international marks). 

If one bears in mind that transformations would most frequently originate from a central attack, here too the percentage of transformation is only 20%.

There are various reasons which may explain this:

- 
the proprietor of a trademark may lose interest in protecting his trademark abroad if he loses his trademark in his home country.
- 
the proprietor of the international trademark may have had time to check the economic relevance of the countries selected in his international mark and, being fully informed, will decide whether or not to transform the trademark only in the countries in which he is interested, paying the relevant fees.
-    
In any event, transformations into national trademarks give rise to substantial costs.
Thus, both central attack and transformation are tools that are useful legally, but they appear to be rarely used in practice, in particular for reasons of cost. It would therefore seem that these opportunities do not, by a long way, constitute the main attraction of the international trademark system.

II
Policy considerations and proposals for improvements of the current law
5)
a) Should the basic mark requirement be abolished? Why, or why not?
This question has been the subject of strong discussions within the French Group, as the current requirement for a basic mark has some advantages and some disadvantages. 
Principally, it is difficult to conceive a system in which the basic mark is abolished, but not central attack, one of the major historic features of the Madrid System (cf. Question 6). 
However, as we will see below, the French Group has reached the conclusion that the 5-year dependency period and the concept of central attack can now be removed from the Madrid System without any real prejudice for users.

Thus, at the end of these discussions, the French Group favours abandoning the basic mark requirement as a condition for the filing of an international mark.

This is because this system today presents a number of constraints, and its abolition is all the more desirable in light of the failures that have been identified.

i) Constraints:

The international filing is connected to the registration of the basic national mark, from the very outset and before even looking into the question of the 5-year relationship of dependency that exists between the basic mark and the international registration. The French Group finds that the rule of identity between the basic mark and the international mark (identity of nature / sign / goods and services / proprietor) places great constraints on applicants: they are forced to replicate the basic national application in the international mark, while knowing in advance that the standards imposed by the national Office will not necessarily be accepted in the countries subsequently designated.

This condition would be appropriate for the international system if the Offices had harmonised examination rules. However, this is not the case, and, for example, an applicant is forced to adopt for his international mark specific wording corresponding to the wording of the basic mark, even though he already knows that some of the Offices of the countries which will be designated in his international mark will not accept this wording. 

Finally, the proliferation of levels of formal examination within the current system should be recalled; these different levels may contradict each other to the detriment of the applicant:

· Basic examination by the National Office
· Formal examination by WIPO (classes, wording and fees)
· Examination by the Offices of the countries designated
ii) Failures:

The Madrid Protocol has made it possible to undertake an international filing before the registration of the basic mark. Nevertheless, during its examination, the scope of protection of the basic mark will often be limited, even if this is only by way of amendments to the wording, and the basic mark will sometimes be refused for registration.
Even if the applicant wished to wait for the end of the national examination before extending the effects of his basic mark via an international filing, the delays in the examination of the substantive requirements and the notification of refusals are sources of difficulties.

This is prejudicial to the applicant who wishes to obtain rights via the Madrid System but without losing the benefit of the priority.
In France, the INPI examiner has to rule on the distinctive character of a trademark within 4 months from the date of receipt of the application by the INPI (Article R.712-11, 2º, of the Intellectual Property Code). However, if the applicant appeals, it currently takes over 2 years to obtain a decision!

On the other hand, as far as the identification of the goods and services designated is concerned, the French examiner is not subject to any time limit. He may therefore issue objections to the wording after the priority period of 6 months, which can thus be subsequent to the filing of the international mark that was carried out with the initial wording.
This system therefore leads to failures and unequal treatment depending on the country from which the applicant originates:

· The validity of his international mark is conditional upon the examination of a basic mark, which examination will differ from country to country
· Certain applicants will have to carry out a filing before the end of the national examination if they wish to benefit from the priority period, and they thus run the risk of incurring wasted costs if the basic mark is ultimately refused
The French Group therefore favours abandoning this system, which today involves more disadvantages than advantages for applicants.

Nonetheless, the principle of an international “base” should not be abandoned: having a root that is common to all of the designations allows the outline of the international mark as a whole to be defined, and the French Group wishes to retain this concept. 
The French Group thus proposes a system in which the international trade mark would be filed for a specific sign and with defined wording, and designating various countries, without being connected to a basic mark, and its various designations would then be subject to an examination by each relevant national Office.
b) If the answer to (a) is yes, how should the new system work?

The French Group proposes the establishment of a new system similar to those adopted for international patents and designs.
It should be recalled that the Hague System, which is administered by WIPO, allows the filing of an international design without a basic application. 

Along the same lines, the Patent Cooperation Treaty (PCT), also administered by WIPO, allows the filing of an international right which produces its effects virtually in all of the Member States of the PCT, without a basic application. The applicant has a period within which then to select the countries for which it actually wishes to obtain protection.

An alternative system could be applied to the Madrid System.

i) Borrowings from the PCT and the Hague System
The applicant would undertake the filing of an international, “global” trademark, without any basic mark, by paying a one-off amount, and then would have a period of time (for example 6 months, so as to match the priority period) to pay the fees and emoluments relating only to the countries and territories that are of interest to it.

This system means that it would be possible to continue to benefit from a priority period running from the filing of the international “basic” application, without being held back by the disadvantages associated with a basic national filing.

ii) Main borrowings from the Madrid System
However, unlike the PCT system, the applicant would always have the opportunity to make subsequent designations: the use of a trademark is constantly evolving, and it would be inappropriate to force the applicant to select the countries which are of interest to it without the possibility of subsequently modifying its international protection.

As in the present system, applicants would also have to satisfy at least one of the following conditions:

a) 
being a national of a contracting party or of a Member State of an international organisation which is a contracting party, such as the European Union, or
b) 
being domiciled on the territory of a contracting party, or
c) 
having a real and effective industrial or commercial establishment on the territory of a contracting party.
In practice, the French Group considers that a harmonised examination of the international application would have to be carried out directly by WIPO (cf. III for details).

This examination would at least have to cover the formal requirements of the international application: this harmonised formal examination would allow the applicant to be assured that once his application is formally accepted by WIPO he will not have to face other formal requirements which may vary from country to country or region to region.
Harmonisation of the substantive requirements (absolute and relative grounds), which currently vary widely depending on local legislations and practices, would be opportune but would be difficult to put in place. 

However, total harmonisation of the examination would be in the interest of the applicant and would represent a system that would surely be more attractive in terms of costs and time taken to obtain the final right.

Thus, WIPO would ideally have a more significant role than that of a mere receiving Office, as in the PCT system, and this would allow it to provide genuine support to applicants.

c) Do you foresee problems in the implementation of such a new system? If so, which?
Most importantly, it is far from certain that the States and intergovernmental organisations will agree to give up in favour of WIPO the responsibilities of their local Offices with regard to the examination of the validity of trademarks, even just in relation to absolute grounds. Harmonisation of the examination requirements will thus necessarily require lengthy discussions before the States find an acceptable compromise.

In addition, the burden of work devolved to WIPO would then be significantly increased, as the Office would then have to deal directly with thousands of applicants across the world, and not just with the Offices. 

However, it appears to us that WIPO’s structure is currently adequate for dealing with centralised filing and examination (currently 1238 employees, as against only 7 in 1893, according to the history available on the WIPO website). In addition, this system already functions properly with regard to patents and designs (even though the number of international designs currently filed is lower than the number of international trade marks: 2,990 international designs filed in 2013, as against 46,829 international trademark applications over the same year, http://www.wipo.int/pressroom/fr/articles/2014/article_0002.html).

6)
a) Should the dependency on the basic mark be abolished? Why, or why not?
As the French Group favours abandoning the requirement for a basic mark, it also favours abandoning the dependency of the international registration on the basic mark, because it appeared to us to be difficult to conceive abolishing the basic mark without abolishing the dependency rule. 

In addition, the French Group has agreed, following a long debate, the terms of which are summarised below, that dependency and central attack, despite their residual interest in particular with regard to the simplification of the mechanisms and procedures, carry with them more disadvantages and constraints than advantages for users. They could therefore be abolished.

i) According to the dependency rule, for a period of five years the international registration remains dependent on the filing or the national or regional registration which serves as its basis. As a consequence, if the basic mark is withdrawn, refused or cancelled during this period, it will cease to produce its effects, as will the international registration which is dependent upon it. The same applies mutatis mutandis in the case where the trademark is simply limited.
Thus, the elimination of this basic mark means that a third party who obtains the cancellation of a trademark in its country of origin benefits from the same consequences in all of the designated countries without having to bring legal proceedings there, even if the reason for the elimination in the country of origin did not exist in the other countries designated in the international mark. Such an action directed against the basic mark is classed as a central attack. 

ii) The merits of this link between the basic mark and the international mark are certain when the ground for cancellation exists on the territory of the basic mark and in the countries designated by the international registration. Furthermore, a cessation of effects which is centralised in this way means that the applicant does not need to plead the same cancellation ground in each country designated by the international mark. We have discussed at length the strong position and the means of exerting pressure that such a link gives the owner of rights who wishes to enter into a worldwide settlement agreement. 
iii) On the other hand, dependency and central attack are less justified and more debatable when the ground for cessation of the effects is specific to the country of origin. The beneficiary of the central attack then obtains effects which he could not have claimed if the trademark in question had been protected in the designated countries by national registrations. 

As was set out in question 5) a), differences in the manner of examination exist depending on the countries concerned (longer examination periods in certain countries, different assessment of the wording that is admissible or as to the distinctive character of the trade mark filed). In the same way, once the basic mark has been registered, differences in assessment exist depending on the national jurisdictions. It is therefore not desirable to make the entirety of the international registration subject to the validity of the basic mark for 5 years because such a system results in inequalities of treatment depending on the law of the country of the basic mark.
This also weakens the international registration. 
Finally and most importantly, the dependency rule is debatable from the point of view of the legal principles applicable to trademark law. Specifically, this system is contrary:
· to the principle of independence of national trademarks stated by Article 6§3 of the Paris Convention (according to which “A mark duly registered in a country of the Union shall be regarded as independent of marks registered in the other countries of the Union, including the country of origin.”) and described by Roubier (“once [the right] has been acquired in one country, it should be governed entirely by the law of that country.”) 

· and to the principle of territoriality, according to which the trademark right  is attached to a source of rights that is valid on a given jurisdiction or to a right conferred by a national law and does not extend outside of that jurisdiction
iv) The French Group easily reached agreement that the basic mark and dependency should be considered to be two interdependent issues. If the former is eliminated in accordance with the solution advocated under question 5), the latter cannot survive. 

Thus, if the applicant is now able to undertake a “global” international filing without a basic application, benefitting from a harmonised examination carried out directly by WIPO, the system of central attacks becomes inoperative. 

Specifically, in this context, on which national right would the international registration’s link of dependency be based?

· Would the international registration have to depend on the Office of the domicile or of the nationality or of the establishment of the applicant? This would be tantamount to unofficial maintenance of the basic mark.
· Would the international registration have to depend on one or other of the territorial designations in the international registration? This would make international registration too weak – it would then be subject to all kinds of local vagaries even though a harmonised examination would be carried out upstream.

Consequently, the French Group defends the position according to which the dependency rule could be abolished without any real practical prejudice for users, because in practice the central attack, which is the main rationale for this dependency, is little used.
b) If not, should the dependency be changed? If so, how (e.g. to a different period, to applying in case of particular cancellation grounds only or to having effect only in jurisdictions where the attacker has prior rights)? Why?
-

7)
Do you support a freeze of the application of the five year dependency clause and what are your considerations in this respect? 


The French Group favours, purely and simply, the repeal of dependency and not an interim solution of freezing the application of such dependency. However, the repeal of dependency would require a diplomatic conference to be convened in order to amend the treaties. The French Group is aware of the difficult and lengthy nature of such a process.
However, the French Group sees the system of the basic mark and the dependency clause as being one indivisible whole. For that reason, it does not favour freezing the application of the dependency clause.

8)
a)
Do you find that the basic mark requirement does not function well in the context of translations, transliterations and transcriptions in countries with different writing systems/languages?  
As a preliminary point, the French Group notes that this question of the transliteration, translation and transcription of the basic mark and of the international application is limited to cases where one or more words or numerals are included in the trademark filing.

Specifically, as French is firstly made up of Latin characters and is secondly one of the languages of the international application of the Madrid System, questions of the transliteration (“operation of a writing system to another writing system independently of pronunciation”), transcription (“operation with the objective of substitution in order to benefit pronunciation into a target language”), or translation (“operation with the objective of changing a text written in one language [source language] into a text written in another language [target language]”) that are required in the context of an international application based on a basic mark do not arise with regard to the name of the applicant or of its representatives, or of the address.

Similarly, the use in France of Arabic and Roman numerals already complies with the requirements of the rules of the international system for an international trademark application.

On the other hand, these questions of transliteration, transcription and translation are relevant for countries which use characters other than Latin characters and numerals other than Arabic or Roman numerals. 

Trademarks filed with these characters or numerals fall within category 28 of the International Classification of the Figurative Elements of Marks under the Vienna Agreement Seventh Edition (referred to below as the Vienna Code).
More specifically,  marks composed wholly or in part (a) of Arabic characters fall within sub-category 28.1 of the Vienna Code, (b) of Chinese or Japanese characters fall within sub-category 28.3 of the Vienna Code, (c) of Cyrillic characters fall within sub-category 28.5 of the Vienna Code, (d) of Greek characters fall within sub-category 28.7 of the Vienna Code, (e) of Hebrew characters fall within sub-category 28.9, and (f) of Latin characters fall within sub-category 28.11 of the Vienna Code.
The number of international trademarks composed wholly or in part of characters other than Latin characters whose Office of origin is France can be assessed at:
· 137 international marks with inscriptions in Arabic characters
· 142 international marks with inscriptions in Chinese or Japanese characters
· 503 international marks with inscriptions in Cyrillic characters 

· 39 international marks with inscriptions in Greek characters 

· 2 international marks with inscriptions in Hebrew characters
(http://www.wipo.int/madrid/fr/romarin),
The French Group considers that a number of approaches can be adopted with regard to AIPPI’s question about the difficulties encountered as a result of the need for a basic mark in the context of transcriptions, translations, and transliterations.

i) For the French Group, the first approach consists in determining what are the difficulties relating to transcriptions, translations and transliterations that have to be surmounted when filing the basic mark and the international mark, given that the rule of identity of the signs applies.

If this is the case, the French Group considers that the questions of transcriptions, translations and transliterations with regard to the definition of the subject of the trademark right are not specific to the existence of the basic mark but to the existence of a number of systems of characters that are applicable across the world, with sounds that are unknown in certain countries.
In other words, this question is just as relevant for national filings in other languages and other writing systems than the one adopted in France as for the filing of a French basic mark, when the market for exploitation is not limited to France.

In this context, the current system offers no flexibility in relation to the basic mark. 

ii) The second approach to AIPPI’s question considered by the French Group is to look into the consequences of these transcriptions, transliterations and translations of the basic mark as far as French national law is concerned
Following this second approach, the French Group considers that this question exists whether the French trademark is a basic mark or not.
Thus, by way of illustration, in the case where a French national basic mark is composed solely of Arabic characters  [image: image1.emf](transliteration of Bic in Arabic), the proprietor of this trademark could use this mark directly or indirectly by way of licenses and suitable publicity campaigns in France.

If it fails to do so, this French national basic mark is vulnerable to a revocation action if it has not been used in France over the course of the five years preceding the revocation application. 

iii) The final approach to AIPPI’s question that was considered by the French Group is to verify the impact of the basic mark having regard to the countries targeted in the international mark.

As the applicant for a basic mark or for the international mark defines the subject of his right upon filing, the French Group wonders about the trademarks that should be filed when the territories designated in the international mark have systems of characters and sounds that are different from those used in France.

If the requirement for a basic mark is retained, the French Group wonders about the possibility of a new system in which a basic mark could be filed, for example, in Latin characters, with an international mark reproducing these same Latin characters and incorporating, for the countries in which they are required, its other transliterations, translations and transcriptions of the Latin sign (with a maximum number of signs in a mark that is to be determined).

However, this is likely to pose very significant problems because, depending on the linguistic systems and the various methods of pronunciation, one term cannot automatically be translated into another system of characters.

Thus, for example, many possible combinations exist for transliterating a Latin term into Chinese, taking into consideration the pronunciation or meaning of the term being considered.
This could be the subject of a more specific study by AIPPI.
If so, would you support a change to the Madrid System with the purport that, when assessing genuine use, use of a translated, transliterated or transcribed mark is considered use of the mark? Please list any requirements such use should meet in your view (e.g. identical pronunciation and/or meaning)
The French Group’s understanding is that it should set out its position on the consequences of the use of a transliteration, translation or transcription of the sign of a registered trademark.

A number of cases can be envisaged:

i) The first case is that in which the basic mark and its international mark are filed in Latin characters.  

However, this international mark in Latin characters which designates, for example, South Korea, will be used in accordance with the Korean transliteration and transcription, without any use in that country of the sign as filed in Latin characters.

Is it possible for such a use to be deemed to be a use of the trade mark filed?

For the French Group, today, making a statement that such a use constitutes use of the trade mark filed is a matter for the national legislation and the local authorities which have jurisdiction. This already appears to be the case in South Korea (decision of the Supreme Court of 26 Septembrer 2013). 

Imposing this rule in all of the countries covered by the Madrid System would require an additional country-by-country study. 

The French Group is in favour of a more detailed study.

ii) The second case is that in which the international trademark application is made so as to include, in the same application, Chinese, Cyrillic, Hebrew characters, etc., depending on the countries claimed, and so in a given country the trade mark would only be used in respect of the sign.
The French Group is in any event in favour of an effective and practical system which allows these different scenarios to be catered for.
b)
Are there any other aspects relating to the basic mark requirement that do not function well and if so, what should be changed? 
For the French Group, the rules imposed by the countries covered solely by the Madrid Agreement (admittedly this is currently limited to Algeria) may have constraining consequences on the other countries covered either solely by the Protocol or by the two systems. 
The French Group further considers that the study of the wording of the goods designated by the trademarks and their classification by the INPI in France and by WIPO is a source of delay and of wasted administrative costs for the stakeholders in the system.
In addition, the fact that it is presently not possible to refer a case directly to WIPO with regard to the elimination of the basic mark in order to proceed to the cancellation of the international mark or, in the case of limitation, its limitation, in accordance with the dependency rule, is a source of delay for the stakeholders.

The French Group is in favour of the applicant, whose country is covered by the Madrid System or who is able to benefit from the Madrid, being given the option to refer a matter to WIPO rather than the national Office, not only for the international mark but going back as far as the national application in the system of a basic mark requirement.  

The question of the dependency of the basic mark and the international mark is looked at in point 6).

III. 
Proposals for harmonisation
Is harmonisation desired? If yes, please respond to the following questions without regard to your national laws.
Yes, the French Group believes that harmonisation is desirable. As was set out in point 5, and given that the French Group proposes the abandonment of the basic mark requirement as a condition for the filing of an international registration, a harmonised examination of the application should be carried out directly by WIPO. This harmonisation should, as set out in the abovementioned point, relate at the very least to the formal requirements of the application.
In this regard, the French Group recommends that the examination of the classification and of the wording of the goods and services claimed in the application which is carried out by WIPO should be enforceable against the national and/or regional Offices designated in the application.
This would therefore allow the applicant to avoid the three levels of examinations and the proliferation of notifications and the costs to which it gives rise (5a)i) – with the USA as a particular example) and to be the proprietor of a right that is unified in so far as the scope of the goods and services covered by its registration is concerned.

9) 
Should absolute and relative grounds be harmonised, enabling the examination of international registrations to be handled by WIPO, as well as possibly also oppositions and cancellation actions (in a manner similar to Community Trade mark registrations handled by OHIM), or should such not be harmonised (because it may not be feasible or for other reasons)? Note that this question only aims to ask whether such harmonisation is desired as a result of a change to the basic mark requirement; the question as to how such a new system should look exceeds the scope of this working question. 

The French Group considers that it would be extremely difficult to harmonise an examination of all of the substantive requirements, even though this could be favourable for the applicant.
However, it is possible to envisage harmonisation in relation to certain grounds which will be assessed in the same way overall in the various Member States.
The French Group reminds that:

· The absolute grounds in relation to the registration of a trademark are generally as follows:
· signs which are not capable of constituting a trademark,

· trademarks that are devoid of distinctive character;

· generic trademarks;

· descriptive trademarks;

· deceptive trademarks; 

· trademarks which consist exclusively of signs or indications which have become customary in the current language or in the bona fide and established practices of the trade;

· trademarks adjudged to be contrary to public policy or to accepted principles of morality.

· For their part, the relative grounds may exist when the trademark application for which protection is sought conflicts with prior rights of third parties (in particular the question of the likelihood of confusion arises).

It seems clear to the French Group that harmonisation of the examination of relative grounds is complicated. As things currently stand, and in the absence of harmonisation of the conditions relating to these relative grounds, it would seem preferable to leave responsibility for checking this issue to the relevant national or regional Offices.
As far as absolute grounds are concerned, while they are generally the same in many countries, the specific manner in which they are assessed varies appreciably depending on the Offices concerned and may give rise to a proliferation of notifications of provisional refusal of registration in the context of one and the same international registration, thereby giving rise to:

· significant costs for the applicant,

· a lengthening of the time taken for protection to be granted , which may be problematic for the applicant, depending on the use envisaged for the sign,

· uncertainty with regard to the scope of the rights.

The French Group is therefore still in favour of research into a system in which the greatest possible number of absolute grounds would be assessed in a centralised manner by WIPO.
By way of example, compliance with the provisions of Article 6 ter of the Paris Convention of 20 March 1883, concerning state emblems, official hallmarks, and emblems of intergovernmental organizations, can easily be analysed in a centralised manner. 
While this examination of certain substantive and formal requirements may lead to an additional workload for WIPO, it should be noted that the elimination of the basic mark would in parallel simplify the work currently carried out by WIPO on the basis of Rule 11 of the Common Regulations.

10)
Please briefly list your considerations for the answer given under 9) (which may e.g. relate to feasibility, efficiency, costs, the potential need for new judicial authorities, etc.).
As set out in question 5b), total harmonisation of the examination would be in the interest of the applicant and would constitute a system which is surely more attractive in terms of costs and time taken to obtain the final right.

We are already able to welcome the tool provided by WIPO for searches for identical trademarks (worldwide trademark database). However, at present not all countries are included in it. Accordingly, the INPI’s database for France is not linked to it.

Apart from these tools which already exist or are in the course of being produced, and whose implementation will give rise to misgivings, harmonisation of the examination requirements will not be easy because it will conflict directly with local legislation and practices, not to mention the economic consequences for the contracting countries (in particular with regard to the fees which will no longer be received by the national or regional Offices – scenario of a new class designated, of the filing of an opposition, etc.).
For the French Group, it would therefore seem simpler to entrust WIPO with the summary examination of the registration so that it is able to refuse applications that are manifestly unacceptable for all of the contracting countries (such as trademarks contravening Article 6 ter of the Paris Convention). 

Nevertheless, a corollary of such a power would have to be that the applicant would be able to challenge that decision subject to conditions relating to the appeal that would have to be determined.

On the other hand, it would seem more difficult for WIPO, instead of the national and regional Offices, to be able to undertake the examination of all of the absolute and relative grounds for the refusal of protection.

This is because a precondition of this would be the prior harmonisation of these same grounds for all of the contracting countries.

By way of example, the French Group cites two difficulties that harmonisation of these grounds would cause:

· Regarding the availability of the sign, it would be possible to envisage a centralised search by WIPO. However, while the search may be centralised, it will be difficult to harmonise the analysis thereof because the criteria relating to the existence of a likelihood of confusion differs from one country to another, unless these aspects, once harmonised, are delegated to the national or regional Offices designated.

· Regarding the assessment of distinctive character, a sign may be distinctive in one language and not in another. Certain signs are considered to be contrary to public order in one country but not in others. Certain forms of trademarks are refused for registration on account of their nature in certain countries (for example, under certain conditions, this is the case for slogans in Greece or Switzerland), etc. It is obvious that everyone will want to assert their own position and their local practices and that there is a risk that harmonisation will be difficult to implement.

Such a strengthening of WIPO’s powers, and thus the harmonisation of the examination requirements, would also necessarily involve the establishment:

· of a body for reviewing of decisions which refuse the grant of protection on the basis of absolute grounds.

A number of scenarios can be envisaged: one or more instances of appeal? Same system as OHIM? Arbitral tribunals? Appointment of an Office of a member  state to apply the WIPO Guidelines?

· of a body given responsibility for examining opposition proceedings and also cancellation actions that are based on a prior right in one of the countries targeted by the application. 

Here too, so as not to fall back into the disadvantages of the central attack system, this opposition, in the same way as this cancellation action, could relate only to the part of the application which is anticipated by a third-party right, and not to all of the countries designated in the international registration. 

It is true that full harmonisation of the examination of an application for international registration, which would henceforth be carried out by WIPO, is an appealing solution. Accordingly, rules in line with those adopted for Community trademarks could be envisaged in future in order to regulate questions such as absolute grounds, relative grounds, oppositions or cancellation actions.

Finally, the French Group considers that WIPO could enjoy very broad powers and then delegate to national or regional Offices certain requirements that would be to be defined.

For cases of legal action, a system of the type adopted for the Unified Patent Court could be envisaged mutatis mutandis.
RESUME DU RAPPORT SUR LA QUESTION Q239

La France est partie à l’Arrangement de Madrid depuis le 15 juillet 1892 et au Protocole de Madrid depuis le 28 juin 1989.

Le système de Madrid régissant la marque internationale est très utilisé par les déposants d’origine française.

Cependant, le système actuel présente, selon le Groupe français, des contraintes et des dysfonctionnements qui pourraient être supprimés ou améliorés.

En ce sens, le Groupe français est favorable à une suppression de l’exigence d’une marque de base comme condition au dépôt international, ce qui simplifierait la procédure actuelle.

Le nouveau système proposé serait celui d’un dépôt international direct, global, moyennant le paiement d’un somme forfaitaire de base pour ce tronc commun, délimitant les contours de la marque internationale. Le déposant disposerait ensuite d’un délai (de 6 mois pour correspondre à une priorité éventuelle) pour décider des pays qu’il souhaite désigner, et payer les taxes et émoluments correspondant. Des désignations postérieures resteraient possibles par la suite.

Toujours dans un souci de simplification, un examen harmonisé, centralisé par l’OMPI serait favorable au déposant. Cet examen devrait porter pour le moins sur les conditions de forme.

Un des principaux enjeux de la suppression de l’exigence d’une marque de base réside dans la dépendance de la marque internationale avec la marque de base et la notion d’attaque centrale, qui sont interdépendantes.

L’absence de statistiques ne permet pas de savoir si l’attaque centrale, issue du lien de dépendance entre marque nationale et enregistrement international, est très usitée en France. Il en va de même de la transformation. Un sondage officieux laisse cependant apparaitre qu’à ce jour, ces mécanismes sont surtout invoqués dans des négociations, mais peu mis en pratique.

Le groupe français considère donc qu’il ne serait pas préjudiciable de supprimer pareillement les outils que sont l’attaque centrale et la transformation, qui deviennent dénués de substance en l’absence d’une marque de base.

ZUSAMMENFASSUNG DES BERICHTS ÜBER FRAGE F239

Frankreich ist seit dem 15. Juli 1892 Mitgliedsland des Madrider Abkommens und seit dem 28. Juni 1989 Mitgliedsland des Madrider Protokolls.

Das Madrider System über die internationale Registrierung von Marken wird von französischen Anmeldern stark genutzt.

Dennoch weist das derzeitige System nach dem Dafürhalten der französischen Landesgruppe Einschränkungen und Missstände auf, die behoben oder abgemildert werden könnten.

In diesem Sinne befürwortet die französische Landesgruppe die Abschaffung der Notwendigkeit einer Basismarke als Voraussetzung für die internationale Anmeldung, wodurch sich das derzeitige Verfahren vereinfachen ließe.

Für das neue System wird gegen Entrichtung eines einmaligen Pauschalbetrags für diese gemeinsame Basis eine unmittelbare, globale internationale Anmeldung vorgeschlagen, die die Grenzen der internationalen Marke definiert. Der Anmelder hätte dann eine Frist (von 6 Monaten entsprechend einer eventuellen Priorität), innerhalb derer er entscheidet, welche Länder benannt werden sollen, und die entsprechenden Abgaben und Gebühren zahlt. Spätere Benennungen wären danach immer noch möglich.

Im Sinne einer Vereinfachung wäre eine harmonisierte zentrale Prüfung durch die Weltorganisation für geistiges Eigentum (WIPO) für den Anmelder günstig. Diese Prüfung sollte sich zumindest auf Formerfordernisse beziehen.

Eine der größten Herausforderungen bei der Abschaffung des Erfordernisses einer Basismarke ist die Abhängigkeit der internationalen Marke von der Basismarke und dem Zentralangriff, die voneinander abhängig sind.

Da keine Statistiken vorliegen, kann nicht ermittelt werden, ob der sich aus der Abhängigkeit zwischen nationaler Marke und internationaler Registrierung ergebende Zentralangriff in Frankreich oft eingesetzt wird. Dasselbe gilt für die Umwandlung. Aus einer inoffiziellen Befragung geht jedoch hervor, dass diese Mechanismen zwar bis heute in Verhandlungen genutzt werden, in der Praxis aber wenig zum Einsatz kommen.

Die Abschaffung von sowohl dem Zentralangriff als auch der Umwandlung, die nach dem Wegfall einer Basismarke gegenstandslos sind, wäre daher nach Ansicht der französischen Landesgruppe nicht nachteilig.
SUMMARY OF THE REPORT ON QUESTION Q239

France has been a party to the Madrid Agreement since 15 July 1892 and to the Madrid Protocol since 28 June 1989.

The Madrid System, which governs international trademarks, is much used by applicants of French origin.

However, in the French Group’s view, the current system features constraints and problems which could be eliminated or improved upon.

Accordingly, the French Group is in favour of removing the requirement for a basic mark as a condition for an international filing, thereby simplifying the current procedure.

The new system proposed would be a system of global, direct, international filing involving the payment of a one-off basic fee for this common core filing that defines the outlines of the international mark. The applicant would then have a period (of 6 months, so as to correspond to any priority period) to decide on the countries that it wishes to designate and to pay the corresponding fees and emoluments. Subsequent designations would remain possible afterwards.

Again with a view to simplification, a centralised, harmonised examination by WIPO would be beneficial to the applicant. This examination would at least have to cover the formal requirements.

One of the main issues in relation to the removal of the requirement for a basic mark consists in the dependency of the international mark on the basic mark and the concept of central attack, which are interdependent.

The fact that no statistics are available means that is not possible to establish whether central attack, which derives from the link of dependency between national mark and international registration, is well used in France. The same is true for transformation. However, an informal survey has shown that at present these mechanisms are relied upon mainly in negotiations but are seldom put into practice.

The French Group therefore considers that it would not be prejudicial to remove, in parallel, the tools of central attack and transformation, which would become devoid of substance in the absence of a basic mark.
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