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Questions

The Groups are invited to answer the following questions under their national laws.

1) What types of post-grant proceedings are available in your jurisdiction?  Are post-grant proceedings available both at a patent office and at a court?  

2) In your country or region, may the prosecution history be taken into account for purposes of interpreting claim scope during post-grant proceedings?

If the answer to question 2 is yes, please answer the following questions:

a) Please explain the types of prosecution history that may be considered.  For example: 

i. Does applicable prosecution history include amendments, arguments, or both?

ii. Could applicable prosecution history include a limiting interpretation that is implied through the applicant’s arguments, or would it include only explicit definitional statements?  

iii. Does applicable prosecution history include only amendments to the claims, or does it also include amendments to any aspect of the disclosure?  

iv. Does it matter if the amendments and/or arguments are made to overcome prior art versus being made to address sufficiency or some other formal requirement?   

v. Does it matter if the prosecution history has the effect of broadening the interpretation of the claim, versus narrowing it?

b) Does the applicability of prosecution history depend on when the prosecution history occurred?  For example, does it matter if a particular statement by an applicant was made during initial examination as opposed to during a later invalidity proceeding?

c) Does the applicability of prosecution history depend on the type of post grant proceeding, or on the authority before which the proceeding is held?  For example, would prosecution history be more applicable in an infringement action at court than in a post-grant patent office invalidity proceeding?

d) Is the applicability of prosecution history limited to infringement proceedings where equivalents are an issue?

e) Could prosecution history from a corresponding foreign application be considered in a post-grant proceeding in your jurisdiction?  If so, under what circumstances?

f) Is the use of prosecution history authorized by statute or by case law in your jurisdiction?

g) Explain the policy reasons for considering prosecution history during the claim interpretation process.

If the answer to question 2 is no, please answer the following questions:

h) Is the disallowance of use of prosecution history mandated by statute or by case law in your jurisdiction?

i) Explain the policy reasons for not considering prosecution history during the claim interpretation process.

3) Assuming that at least some countries will consider foreign prosecution history as part of claim interpretation in their jurisdictions, does this have implications for how you would handle prosecution of a patent application in your country?  Is this problematic?

4) In your country or region, may a patent be invalidated in post-grant proceedings on the basis of the same prior art which was taken into account by the examiner of the patent office during prosecution of the patent? If so, may the patent be invalidated on the basis of the same prior art and the same argument used by the examiner or may the same prior art only be used if it is shown that there is a new question based on some other teaching or aspect of that prior art?

Proposals for harmonization

The Groups are invited to put forward proposals for the adoption of harmonized rules in relation to the use of prosecution history in post-grant proceedings. More specifically, the Groups are invited to answer the following questions without regard to their national laws:

1) Is harmonization of the applicability of prosecution history in post-grant proceedings desirable?

2) Is it possible to find a standard for the use of prosecution history that would be universally acceptable?

3) Please propose a standard you would consider to be broadly acceptable for a) the types of prosecution history that should be considered, if any; and b) the type of proceeding and circumstances in which it should be considered.

National Groups are invited to comment on any additional issue concerning the use of prosecution history in post-grant proceedings that they deem relevant. 
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